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- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
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DETAILED ACTION 
Response to Amendment 

1 . This Office Action is filed in response to amendments filed on 19 December 
2006 for Application* 10/640,626. Originally presented Claim 1 has been cancelled 
and new Claims 2-22 are currently pending and have been considered below. 

Claim Objections 

2. Claims 2, 5, 9, and 16 are objected to because of the following informalities: 

a) Claims 2, 6 and 16: the term "bytescodes" appears to be a typographical 
error; and 

b) Claim 5: the claim ends with a semicolon rather than a period. 

3. Appropriate correction is required. 

Claim Rejections - 35 USC § 101 

4. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

5. Claims 2-22 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. The current policy of the Patent Office in 
regard to statutory inventions under 35 U.S.C. § 101 for method claims and claims that 
recite a judicial exception (e.g. software) is that the claimed invention recite a practical 
application. Practical application can be provided by a physical transformation or a 
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useful, concrete and tangible result. No physical transformation is recited and 
additionally, the final result of the claim is a software program that modifies bytecodes of 
a program, which is not a tangible result because, lacking physical components (i.e. 
memory or processor), the method and software program to modify bytecode and the 
bytecode being modified constitute abstract ideas. Physical components must be 
utilized in the method and systems to allow the result of their operation to be rendered 
tangible. 

Claim Rejections - 35 USC § 102 

6. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

7. Claims 2-22 are rejected under 35 U.S.C. 102(b) as being anticipated by Angel 
etal (US Pat: 6,314,558), hereinafter Angel . 

8. As per Claim 2, Angel discloses the invention substantially as claimed including 
a method comprising: 

a) selecting at least one method of a class for instrumentation (Col. 22, lines 15- 
25 and Col. 20, lines 24-34); 
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b) inserting instrumentation code in the selected at least one method without 
modifying a source code of the selected at least one method by inserting bytecodes into 
the selected at least one method (Col. 20, lines 14-23; Col. 2, line 26 - Col 23, lines 30); 

c) executing the bytecodes during execution of the at least one method (col. 21 , 
lines 25-64); and 

d) generating a call, by the executed bytecodes, to an interface wherein the call 
comprises information regarding the instrumented at least one method (Col. 19, line 58 
-Col. 20, line 13). 

9. As per Claim 3, Angel further teaches wherein inserting instrumentation code in 
the selected at least one method comprises generating a wrapper method that contains 
the instrumentation code and the at least one method (Col. 26, lines 14-31). 

10. As per Claims 4, Angel further teaches generating a wrapper method comprises: 

a) renaming the at least one method from an original name to a new name (Col. 
26, lines 14-31); 

b) creating a wrapper method with the original name (Col. 3, lines 48-59 and Col. 
26, lines 14-31) (Bytecode with the name of the native version of the method is created 
and instrumented to allow access to the native method, thereby meeting this claim 
limitation); 

c) inserting bytecodes into the wrapper method that when executed generate the 
call to the interface (Col. 26, lines 14-31) (Bytecode with the name of the native version 
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of the method is created and instrumented to allow access to the native method, 
thereby meeting this claim limitation); and 

d) inserting bytecodes into the wrapper method that when executed call the 
renamed at least one method (Col. 26, lines 14-31). 

11. As per Claims 5, Angel further teaches wherein generating a wrapper method 
further comprises setting a flag of the renamed at least one method to private (Col. 26, 
lines 14-31) (The step of "adding the name as a private native method" meets this claim 
limitation). 

12. As per Claim 6, Angel further teaches wherein the selecting at least one method 
comprises selecting at least one method of a class for instrumentation when the class is 
being loaded by a java virtual machine (JVM) for execution by the JVM (Col. 1 9, lines 
38-57 and Col. 20, lines 24-34). 

1 3. As per Claim 7, Angel further teaches wherein the selecting at least one method 
comprises selecting at least one method of a class for instrumentation prior to execution 
of the class by a java virtual machine (JVM) (Col. 19, lines 38-57; Col. 20, lines 24-34 
and Col. 21 , line 65 - Col. 22, line 14). 
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14. As per Claim 8, Angel further teaches wherein further comprising monitoring the 
at least one method using the information regarding the instrumented at least one 
method (Col. 21 , lines 7-1 9; Col 23, lines 56-59 and Col. 24, lines 1 2-16). 

15. As per Claims 9-15, these claims are directed to the system implementing the 
methods of Claims 2-8 respectively, and are therefore rejected for the same reasoning 
as Claims 2-8 as specified above. 

16. As per Claims 1 6-22, these claims are directed to the system implementing the 
methods of Claims 2-8 respectively, and are therefore rejected for the same reasoning 
as Claims 2-8 as specified above. 

Conclusion 

17. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure: Peek (US Pat: 5,481,706) and Tvma (US Pat: 6,102,966). 

18. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 

§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

19. A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 



Application/Control Number: 10/640,626 Page 7 

Art Unit: 2194 

TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Richard Pantoliano Jr whose telephone number is (571) 
270-1049. The examiner can normally be reached on Monday-Thursday, 8am - 4 pm 
EST. 

20. If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, William Thomson can be reached on (571)272-3718. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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21 . Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-91 99 (IN USA OR CANADA) or 571-272-1 000. 

RP 

02/26/2007 




